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Applicant(s) 
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CAdrniricr 

Alexa D. Neckel 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 09 January 2006 . 
2a)\3 this action is FINAL. 2b)IEI This action is non-final. 

3) n Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) n Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-4 and 22 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 19 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|g| All b)n Some * c)^ None of: 

1 M Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n * Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
9, 2006 has been entered. 

Claim Rejections -35 use §103 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. Claims 1-4, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Alagy et al. (4,780,196). 

s 

With respect to claims 1 and 22, Alagy et al. discloses an apparatus which 
comprises a metallic tube bundle reactor/heat exchanger (fig. 1 , 3 and 4) which has 
parallel through-channels in the form of tubes (D), surrounded by a shell (see fig. 1 and 
3) through which a heating or cooling medium can be conducted (via 2, F and 4) and 
there are any number of tubes (D)(col. 55, lines 27-29) and wherein the tubes (D) run 
through the body between two orifices situated on the body surface, permitting passage 
of fluid through the body (see figures 3 and 4). 

Since Alagy et al. discloses that any number of tubes (D) can be in the device as 
required to perform the desired operation, it would have been obvious to one of ordinary 
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skill in the art at the time the invention was made to have 10, 100, 1000, or 10,000 
tubes as needed. 

It is noted that the material worked upon does not limit an apparatus claim, 
MPEP 2115, therefore the materials (heterogeneous catalyst) within the channels do 
not further limit the apparatus claim. 

With respect to claims 2 and 4, it is noted that the material worked upon does not 
limit an apparatus claim, MPEP 2115, therefore the materials (heterogeneous catalyst) 
within the channels do not further limit the apparatus claim. 

With respect to claim 3, Alagy et al. further discloses wherein the tubes have a 
diameter of 3.4 to 34 mm (col. 5, lines 30-35). 

4. Claims 1-4, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Primack et al. (5,087,784). 

With respect to claims 1 and 22, Primack et al. discloses an apparatus which 
comprises a metallic tube bundle reactor/heat exchanger (col. 7, lines 26-28) which has 
parallel through-channels in the form of tubes (30), surrounded by a shell (4) through 
which a heating or cooling medium can be conducted (via 21 , col. 7, lines 10-12) and 
there are any number of tubes (30)(col. 7, lines 24-26) and wherein the tubes (30) run 
through the body between two orifices situated on the body surface, permitting passage 
of fluid through the body (see figure). 

Since Primack et al. discloses that any number of tubes (30) can be in the device 
as required to perform the desired operation, it would have been obvious to one of 
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ordinary skill in the art at the time the invention was made to have 10, 100, 1000, or 
10,000 tubes as needed. 

It is noted that the material worked upon does not limit an apparatus claim, 
MPEP 21 15, therefore the materials (heterogeneous catalyst) within the channels do 
not further limit the apparatus claim. 

With respect to claims 2 and 4, it is noted that the material worked upon does not 
limit an apparatus claim, MPEP 2115, therefore the materials (heterogeneous catalyst) 
within the channels do not further limit the apparatus claim. 

With respect to claim 3, Primack et al. further discloses wherein the tubes have a 
diameter of 12 to 76 mm (col. 7, lines 19-21). 

Response to Arguments 

35 use 112 

The rejection of claim 22 under 35 USC 1 12, second paragraph is withdrawn due 
to applicant's amendment to the claims. 
35 USC 103 

Applicants amended claim 1 to incorporate the limitations of claim 21 , as such 
the rejection in view of De Witt et al. no longer applies. 

Applicant argues that Alagy does not provide for tubes "surrounded by a shell 
through which a heating or cooling medium can be conducted". 

The examiner respectfully disagrees. Even though the heat exchange medium 
flows through tubes (F), these tubes are within the shell and therefore meet the 
limitation of the claims. 
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Applicant argues tliat Alagy does not disclose a metallic tube bundle/heat 
exchanger because the reactor is made from a ceramic material. 

The examiner respectfully disagrees for two reasons. Firstly, the claim does not 
specifically recite that the heat exchanger must be metallic, only the tube-bundle 
reactor. Secondly, even if one were to interpret the claim as requiring a heat exchanger 
which is also metallic, Alagy discloses wherein the ceramic can be cordlerite (col. 5, 
lines 56-61). Cordlerite comprises iron and therefor is metallic. 

Applicant continues to argue that the catalyst must be given weight in the claims 
as it is an element of the invention itself. 

The examiner continues to respectfully disagree. MPEP 2115 recites: 
"Expressions relating the apparatus to contents thereof during an intended operation 
are of no significance in determining patentability of the apparatus claim." Ex parte 
Thibault, 1 64 USPQ 666, 667 (Bd. App. 1969). Furthermore, "[i]nclusion of material or 
article worked upon by a stmcture being claimed does not impart patentability to the 
claims." In re Young, 75 F.2d *>996<, 25 USPQ 69 (CCPA 1935) (as restated in In re 
Otto, 312 F.2d 937, 136 USPQ 458, 459 (CCPA 1963)). In this case, the array of 
catalyst and/or their precursors relate to the contents of the apparatus during its 
intended operation, the testing of several different catalysts. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alexa D. Meckel whose telephone number is 571-272- 
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1446. The examiner can normally be reached on Monday - Thursday from 9:00 AM - 
7:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on 571-272-1444. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Alexa D. Meckel 
Primary Examiner 
Art Unit 1764 



March 29, 2006 




